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Agenda 

 Mark Remus & Amy Fix 

 Post-Grant Proceedings – How are These Proceedings 

Impacting ANDA Litigation Strategies? 

 

 Bill Frankel 

 Fair Use In the Digital Age – What Do Recent Fair Use 

Decisions Portend For Copyright Protection and Enforcement? 

 

 Laura Beth Miller 

 The Impact of Administrative Proceedings In IP Protection and 

Enforcement – How Far Will the Supreme Court’s Decision in 

B&B Hardware Reach? 
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Mark Remus, Shareholder and 

BioPharma Practice Group Chair 

 

Amy Fix, Counsel 

IPRs and Claim 

Construction: Predictions 

For 2016 
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IPR Claim Construction: BRI vs. Phillips 
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 PTAB applies the “broadest 

reasonable interpretation” (“BRI”) 

 

 

 

 

 District Courts apply the 

Phillips v. AWH Corp. standard 
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What Will The Supreme Court Say? 

6 

 Cuozzo Speed Technologies, LLC v. Lee, No 15-

446 

 Supreme Court granted certiorari on January 

15, 2016 

 

 A decision is expected before summer recess 

(late-June/early-July) 

 

 How will the Supreme Court’s decision impact 

PTAB proceedings? 
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Petitioner vs. Patent Owner:  

Which way is the pendulum swinging? 
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 Petitions to date 

 520 allege §103 obviousness 

 283 allege §102 anticipation 

– 416 Denied 

– 391 Granted 

 Increasing use of IPR in pharmaceutical arts: Emerging Issues 

 Balanced framework of Hatch-Waxman 

 Technical complexity favors IPR 

 Selective Invalidity Strategies 

Standards 

 Ordinary and Customary  Broadest Reasonable 

 Clear and Convincing  Preponderance 

 Presumption of Validity  n/a  

 Infringement Positioning and Discovery 

 First Filers 

 Creating Leverage 
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Bill Frankel, Shareholder and 

Copyright Practice Group Chair 

 

What Do Recent Fair Use 

Decisions Portend For 

Copyright Protection and 

Enforcement? 
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What is Fair Use 

and Why Does it 

Matter? 

10 
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What is Fair Use and Why Does it Matter? 
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 If a particular use of copyrighted material is fair, 

then there is no infringement. 

 Fair use is an exception to the exclusive rights of 

copyright, one that exists to avoid the rigid 

application of copyright in a way that might stifle 

the creativity that the law is designed to foster. 
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How is Fair Use 

Determined? 
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How is Fair Use Determined? 

 
 Congress codified the fair use exception in 1976, providing as 

examples of non-infringing fair uses:  

 “criticism, comment, news reporting, teaching, scholarship 

or research.”   35 U.S.C. § 107 
 

 Four non-exclusive factors guide the fair use determination: 

i. The purpose and character of the use – e.g., commercial 

nature or for nonprofit educational purposes?; 

ii. The nature of the copyrighted work; 

iii. The amount and substantiality of the portion used in 

relation to the copyrighted work as a whole; and 

iv. The effect of the use upon the potential market for or value 

of the copyrighted work. 
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Seminal Supreme Court 

Case: 
Campbell v. Acuff-Rose Music, Inc., 

510 U.S. 569 (1994) 
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Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994) 
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 The Supreme Court explored the contours of fair use in Campbell. 

 

 A rap parody of Roy Orbison’s “Pretty Woman” by Two Live Crew was 

held to constitute a transformative, new (albeit raunchy) work.  

Roy Orbison 2 Live Crew 
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Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994) 

 As relates to Factor 1 of the fair use test (purpose and character), 

the Court said: 

 

“The central purpose … is to see … whether the new work 

merely supersede[s] the objects of the original creation, OR 

instead adds something new, with further purpose or different 

character, altering the first with new expression, meaning, or 

message.”   

 

 This inquiry “asks … whether and to what extent the new work is 

transformative.” 
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What is 

“Transformative 

Use”? 
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History of the term “Transformative Use” 

 

 Judge Pierre Leval coined the term 

“transformative use” in a 1990 law 

review article when he used it to 

describe what used to be called 

“productive uses” 

 

 Four years later, the Supreme Court 

applied the “transformative use” 

principle in Campbell 
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“Transformative Use”  “Transformative Purpose” 

 Courts subsequently came to focus on “transformative purpose”, which 

refers to a finding of fair use where defendant copies an entire work, 

without creating a new work, if the court perceives a sufficient public benefit 

in the appropriation.   

19 

 See, e.g., Bill Graham Archives v. Dorling 

Kindersley Ltd., 448 F.3d 605 (2d Cir. 2006) 

 Defendant’s coffee-table book featuring 

reduced-sized images of posters from 

Grateful Dead concerts was held to be 

transformative because the images in the 

book were treated as historical artifacts to 

document facts, rather than for the 

poster’s original aesthetic purpose.) 
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The Author’s 

Guild, et al. v. 

Google, Inc. 
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The Author’s Guild, et al. v. Google, Inc. -- Background 

 
 

  The Author’s Guild sued in 2005, a year after Google launched its Library 

Project.   
 

  A class of authors was eventually certified and Google reached a settlement 

with them.   
 

  The deal was scuttled by the Second Circuit in July 2013.   
 

  Back in the district court, the trial judge held in November 2013, on summary 

judgment, that Google’s program was fair use and not copyright infringement.  
 

  The Guild appealed a few months later. 
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The Author’s Guild, et al. v. Google, Inc. – Second Circuit 

 The Second Circuit Court of Appeals, in an October 16, 2015 

decision authored by Circuit Judge Leval, concluded that: 

 

  Google’s copying is transformative within the meaning of 

Campbell v. Acuff-Rose Music, Inc.; 

 

 Google does not offer the public a meaningful substitute for 

matter protected by the plaintiffs’ copyrights; and 

 

 Google satisfies the statutory test for fair use. 
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The Author’s Guild, et al. v. Google, Inc. – Petition for Certiorari  

 The Authors’ Guild petitioned to overturn the Second Circuit ruling on 

December 31, 2015. 

 

 Arguments of Authors’ Guild and Critics of “Tranformativeness”: 

 

 Impermissible expansion of definition of “transformativeness” -- 

the transformative approach focuses more on the use than on 

the work itself.  Even entire copying, if arguably in the public 

good, can escape copyright infringement 

 

 Transformativeness has become the blob that swallowed up the 

fair use doctrine, to the exclusion of the other fair use factors 

enumerated in Section 107 

 

 Split in the Circuits 
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Takeaways From 

the Author’s 

Guild Decision 
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Takeaways From the Author’s Guild Decision 

 
 “While authors are undoubtedly important intended beneficiaries of 

copyright, the ultimate, primary intended beneficiary is the public.” 

 It is important to analyze the alleged infringing uses of copyrighted 

works in light of copyright law’s core constitutional purpose – which 

is to enhance public knowledge. 

 Fair use acts as a counterbalance to copyright term extension, 

providing exceptions for using copyrighted materials in ways that 

benefit society without destroying the market for books. 
 

 The landscape has shifted to a more hospitable one for digital copying and 

for secondary uses of art. 
 

 There is no reason for presuming that a commercial use is not a fair use 

(where there is no significant substitutive competition).   

 News reporting and commentary, quotation in historical books, 

reviews of books, performances, parody – are all done 

commercially for profit. 
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More Takeaways From the Author’s Guild Decision 

 
 The mere fact that the original work is a factual work … should not imply 

that others may freely copy it.  The converse is true as well: not all fictional 

works are immune from a fair use defense. 
 

 There is no categorical rule that a copying of the entirety cannot be a fair 

use.  If the use is transformative and does not harm the value of the 

copyrighted work, then copying of the entirety – as in the case of Google 

Books – can be a fair use. 
 

 Even a use “for a valuably transformative purpose” may not be fair use if it 

might nonetheless harm the value of the copyrighted original by providing a 

competing market substitute. 
 

 Note:  The 7th Circuit (Kienitz v. Sconnie Nation LLC) urged shifting 

the emphasis from transformativeness to the fourth fair use factor – 

market effect.   

 

   Implications for derivative work protection 
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Implications For 

Other Fair Use 

Battlegrounds 
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Implications For Other Fair Use Battlegrounds 

 In cases involving complete copying of entire works, questions remain 

regarding the first factor’s incorporation of “transformative use” as a 

dichotomy between the provision of “information about” a copied work 

(likely fair use) and the communication of “expressive content” (less likely a 

fair use). 

 

 What if Google starts running ads with its book search results? 

 

 If Google can scan every book ever written, why not every painting ever 

created? 

 

 Nonprofits have stepped in to ensure access to books an our shared 

culture  --  The Digital Public Library of America (accumulated digitized 

contents of America’s libraries, archives and museums); HathiTrust 

(established by universities to preserve digital copies of their holdings for 

the long term); The Internet Archive. 
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Implications For Other Fair Use Battlegrounds – Art 

 Appropriation artists and other copyists will try to justify their copying of the 

entirety as fair use.  But, they will be constrained by the 2nd Circuit’s 

admonitions that:  

1) the copying must be for a transformative purpose, and  

2) the copying must not substitute for the original work or diminish its 

value. 
 

 Determining the “transformative purpose” of accused art is more subjective 

for Judges – not as simple as searchable books vs. books copied for 

publication. 
 

 A urinal signed by Duchamp, a bicycle seat and handlebars turned into an 

animal head by Picasso, etc….or, more recently and more notoriously… 
 

 Prince was sued late last year for including a copyrighted image by 

photographer Donald Graham in Prince’s 2014 “New Portraits” exhibition, a 

series of photos he pulled from Instagram, blew up and presented largely 

unaltered at a Manhattan gallery (some of which sold for as much as 

$90,000). 
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Implications For Other Fair Use Battlegrounds – DMCA 

 Lenz v. Universal Music Corp. et al 

 In September 2015, after 8 years of litigation, the Ninth Circuit ruled 

in favor of Lenz, in what many view as a victory for the fair use 

doctrine 

 

 As a result of the so-called “Dancing Baby” ruling, content owners must 

consider the fair use doctrine thoroughly before sending takedown notices 
 

 Is this obligation complicated by the Second Circuit’s arguably expansive 

reading of the fair use doctrine? 
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Implications For Other Fair Use Battlegrounds – Software 

 Oracle Am., Inc. v. Google Inc. 

 This case involves Google’s copying of Java’s 

application programming interfaces (APIs), a 

base set of instructions used to create a 

programming language for Android mobile 

applications.   

 Google initially argued that the APIs were not 

protectable as creative works of expression 

under the copyright law, but the Federal Circuit 

ruled otherwise, and the Supreme Court 

declined to hear the case.   
 

 Back at the trial level, Google now argues that its 

copying is a fair use. 
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Implications For Other Fair Use Battlegrounds – Social Media 

Platforms 

 North Jersey Media Group Inc. v. Fox News Network LLC 

 Fox News was sued by NJMG in 2013 for posting Thomas 

Franklin’s “Raising the Flag at Ground Zero”, on the 12-year 

anniversary of the 9/11 attacks. 
 

 One of the issues at the jury trial would have been the extent 

to which posting in the world of social media is necessarily 

transformative, on the theory that the content at issue is then 

being used in a transformative context as part of a 

conversation.   
 

 The case settled before trial. 
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In Conclusion  

Fair Use is Key to Every Copyright Dispute, But There Are More 

Questions Than Answers … 

 Is it copyright infringement or fair use? 

 Will “transformative purpose” swallow the four factors enumerated 

in Section 107, or will the “transformative purpose” approach be 

scaled back or discarded over time? 

 What evidence of fair use should be considered in cases involving 

artistic works, computer software, and other categories of 

authorship?  Who decides whether a work is “transformative”? 

 When is a “transformative use” not a fair use? 
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Laura Beth Miller, Shareholder 

 

How Far Will the Supreme 

Court’s Decision in B&B 

Hardware Reach? 
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B&B Hardware, Inc. v. Hargis Indus.  
2015 WL 1291915, 575 U.S. ___ (Mar. 24, 2015) 

 The Question: 

 Whether the Trademark Trial and Appeal Board’s 

finding of likelihood of confusion in an opposition 

proceeding precludes Hargis from relitigating likelihood 

of confusion in an infringement litigation? 

 

 Holding:   

 “[A] court should give preclusive effect to TTAB 

decisions if the ordinary elements of issue preclusion 

are met . . .” 

 “. . . when the usages adjudicated by the TTAB are 

materially the same as those before the district court.” 

 36 
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Key Facts 

 Long and tortured history before USPTO and district 

court 

 Hargis and B&B using marks in commerce 

– Different channels of trade; different products 

 B&B has prior registration; opposes Hargis’ application 

 B&B files infringement action  

 In opposition proceeding, TTAB determines confusion 

likely between marks 

 In infringement action, district court refuses to give 

TTAB decision preclusive effect 

 Jury finds no likelihood of confusion 

 8th Circuit affirms 
37 
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Why Is the B & B Hardware Decision Turning 

Heads? 

 The TTAB considers LOC in the context of whether to 

permit TM registration (not in context of right to use) 

 The TTAB often compares marks in the abstract (not in 

the context of the marketplace use) 

 The TTAB has streamlined evidentiary processes 

 Testimony through written record 

 Market factors generally not considered 

 TTAB proceedings considered low cost forum/vehicle 

for early discovery and/or settlement discussions 

without triggering declaratory judgment actions 
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Limits of the B&B Hardware Decision 

 Ordinary Elements of Issue Preclusion Must Be Met 

 Party must have been a party (or in privity with party) 

in first action  

 Issue must be the same in both actions 

 Issue must have been actually litigated in first action 

 Issue must have been resolved through final 

judgment 

 Issue must have been essential to the prior judgment 

 In context of LOC, were the usages of the adjudicated 

marks materially the same 

 In terms of appearance, goods, channels of trade 
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Implications of B&B Hardware on TTAB 

Strategies 

 Stakes higher now for both parties in TTAB proceedings 

– More extensive discovery? 

– More reliance on experts? 

 Are some decisions more susceptible to issue 

preclusion? 

– Priority, ownership, abandonment 

 Important to consider suspending TTAB proceeding 

during pendency of infringement litigation 

– TTAB proceeding not suspended in B&B Hardware 

 Consider de novo review by district court of adverse 

TTAB decisions  

– Opportunity to introduce new evidence  
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Implications of B&B Hardware in Other IP 

Contexts 

 In ITC Context 

 Federal Circuit previously held, based on legislative 

history, that ITC decisions on patent issues did not 

have preclusive effect over subsequent district court 

actions 

 ITC applying trade laws not patent statute 

 In Post-Grant Proceedings 

 AIA contains explicit estoppel provisions 

 Issues that turn on claim construction may not be 

materially the same issue 
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Questions? 

Thank you for 

attending today’s 

webinar 
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