
Renamed Gilson on Trademarks
in 2006, it has been a mainstay
of my practice and my
reputation. Another highlight
was my involvement in what
became the Trademark Law
Revision Act of 1988. Our firm
grew (and so did our trademark
law practice) to become one of
the top IP law firms in the
country.   

Q: What major changes have
you observed in trademark 
law and practice during 
your career?

A: There have been four. First,
since 1963 Congress has
increased and improved
trademark protection
exponentially. Early on,
trademark infringement was
defined narrowly as the use of a
confusingly similar mark for the
same goods or services recited
in the registration; but now we
have the much broader test of
likelihood of confusion in the
marketplace. Congress has also
amended the law to protect
against counterfeiting,
cybersquatting and the dilution
and tarnishment of famous
trademarks. 

Second, many businesses
became global and so did
trademark law practice – in 1991
the US Trademark Association
(USTA) changed its name to the
International Trademark
Association (INTA). 

Third, the Internet brought
unfathomable change, with
instant and inexpensive
infringement, email, worldwide
advertising, instantaneous
electronic research and the
apotheosis of the practice of
trademark law, social
networking. 

Finally, the number of
trademark lawyers exploded. I
went to my first USTA meeting
in May 1963 in French Lick,
Indiana, with about 100 other
lawyers. For years, everyone
knew everyone else, civility
reigned and lawyers were often
able to negotiate settlements
amicably. Recently I attended
the 133rd INTA Annual Meeting
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Q: How did you come to work
in the trademark field and
could you briefly summarise
your career?

A: It was serendipity. After 
law school, I joined a general
practice firm which mistakenly
believed that, despite my degree
in English, I had a head for tax
law and numbers. Later, a 
friend of mine joined another
law firm and began practising
something I had never heard of:
trademark law. 

After I sent him a Time

magazine clipping about the
famous COCA-COLA trademark,
he invited me to lunch. He
explained that the field boiled
down to words and their
meanings: are they protectable,
confusing, generic? He asked
whether I was interested and I
told him it sounded like an
English major’s paradise! I had
no trademark law experience at
all, but his firm hired me
anyway. This was 1963.

In a firm with about 10
patent lawyers, I was the third
trademark lawyer, and I climbed

on the learning curve
immediately. But a year later,
the partner who had made the
trademark practice nationally
known died, leaving two young
lawyers, my friend and me, with
a stable of important clients and
a great deal of work. The next
few years were very busy.

In 1972 Matthew Bender &
Co invited me to write a treatise
on trademark law and I
accepted. Trademark Protection
& Practice was published in 1974
and has been expanded and
supplemented ever since.

Lifetime Achievement
Jerome Gilson – Brinks Hofer Gilson & Lione

Jerome Gilson (Brinks Hofer Gilson & Lione) receives his
award from Alexander von Mühlendahl (Bardehle Pagenberg)



World Trademark Review August/September 2011 www.WorldTrademarkReview.com62

in San Francisco with over
8,000 others. The vast majority
were strangers.

Q: You have been extensively
involved in INTA. What are
your thoughts on the role that
the association currently plays
and how has it evolved?

A: INTA is a trademark
juggernaut. It is powerful and
very successful, and has evolved
into an international colossus.
There are other such associations,
but none with the panache and
the influence both in legislative
affairs and, by amicus briefs, in
the courts. It has come a long
way from French Lick and a long
way from the intimacy and
collegiality we had then. Annual
meetings are daunting to
newcomers, who wonder whether
there could be room at the top
and whether it is possible to get
there. But sheer size is not all
bad. With it comes the force 
to move mountains to 
protect trademarks and the
consuming public. 

Q: You were the original
author of Trademark
Protection & Practice,
subsequently renamed Gilson
on Trademarks, on which you
now act as collaborator
alongside your daughter. How
challenging was writing the
original treatise and how did
the collaboration with Anne
come about?

A: I began work on the treatise in
1972 and, as lawyers did, kept
track of my time. I racked up
about 900 hours for each of two
years, the total of which then
just about equalled the expected
billable time for an associate for
a year. I’ve conveniently
forgotten how many billable
hours I clocked for those two
years, but I did get a lot of
support from my partners. It 
still took many weekends, 
nights and holidays. 

My wife Jamie was the best: a
stalwart in guarding the home
front and wrangling three small
children. You may be sure that in

1974 we celebrated publication of
Trademark Protection & Practice
with abandon. It was no
coincidence that her first
children’s book was published
four years later, the first of 20 in
a much-acclaimed writing career. 

Working with (and for) my
daughter Anne Gilson LaLonde
has been pure joy. After Anne
had graduated from Princeton
University and was considering
law school, my publisher, in a
memorable gesture of
confidence, gave me the option
to name her to succeed me. 

According to plan, in 2006
Anne became treatise author.
These days I handle original
writing, a fair amount of editing
and happily consult at any time
of the day or night. You might
say we are well suited to and
depend on each other, having
smoothly reversed the earlier
roles of author-collaborator. 

Q: You worked extensively in
drafting legislation that has
been enacted by Congress, such
as the Trademark Law Revision
Act of 1988 and the Federal
Trademark Dilution Act of
1995. What challenges did you
face in enacting change? 

A: I was reporter of the USTA
Trademark Review Commission
– a blue-ribbon group charged
with recommending needed
revisions to the Lanham Act.
After two years of discussion
and debate, I wrote the
commission report to the board
of directors, which adopted it
unanimously. 

It then became the basis for a
comprehensive revision of the
act. One big and scary surprise
was that we could propose
statutory amendments, but the
final wording came from a
government office over which
we had no control.

We considered a radical
change in federal trademark law
that would protect famous
trademarks from dilution or
tarnishment by non-competing
uses of similar marks.
Surprisingly, discussions were
tense. Some argued it was

unnecessary – that truly famous
marks such as KODAK or COCA-
COLA could always be protected
on infringement grounds no
matter what the infringing mark
goods. Others felt the more
protection, the better. 

Finally, someone moved to
include dilution in the report of
recommended amendments. So
we held our breaths. Dolores
Hanna, our president, counted
hands twice. But it failed.  After
some behind-the-scenes
lobbying, though, it finally
passed a few weeks later and was
included in the report. 

However, the popular
satirical television show
Saturday Night Live claimed that
the dilution provision, if
enacted, would simply kill
parody. Ultimately, for other
reasons, dilution was dropped,
Congress enacted the law
without it and for another seven
years there was no national
dilution law. 

But there was a happy
ending. INTA revived our draft
and ran with it, in 1995
persuading Congress to enact
historic legislation making
trademark dilution a violation
of the Lanham Act. 

Q: If you could make one
change in trademark law and
practice now, what would it be?

A: I would amend the law to
protect consumers from the
scourge of zombie trademarks.
Long abandoned but still well-
known marks from yesteryear
are being exploited by
businesses that have little or 
no regard for replicating the
earlier product quality.
Consumers with a memory of,
say, a well-known brand of
cookies from long ago may be
getting a completely different
product today under the same
trademark. And they 
inevitably will be deceived.
Indeed, a zombie company’s
profitability depends on how
effectively it can deceive
consumers. The law should be
changed to stop this
unscrupulous practice. 

Q: What would you say are the
highlights of your career?

A: There are many: taking a
gamble on trademark law,
seeing my name on a trademark
law treatise and in a firm name
(now Brinks Hofer Gilson &
Lione), working on the
Trademark Law Revision Act,
being admitted to practise
before eight federal Courts of
Appeals and the US Supreme
Court, representing many
household name clients, seeing
my succession plan for Anne
come to fruition and being
given the WTR Lifetime
Achievement Award.

Q: Who would you say have
been the greatest influences on
your career?

A: The late Henry Pitts, partner
in my previous firm; the late
James Hume, partner in my
present firm; Dean Olds, who
introduced me to trademark
law; Dolores Hanna, a former
client whom I helped on INTA
matters; Senior US District
Judge Marvin Aspen, a law
school classmate who helped
establish Lanham Act mediation
in the district court; Anne
Gilson LaLonde, my daughter,
successor and collaborator; and
Gary Ropski, president of my
present firm. 

Q: Finally, what do you enjoy
most about your practice now? 

A: That I now have the flexibility
to work with my partners on
client matters, with Anne on
Gilson on Trademarks and
articles for INTA annual
meetings, and on not-for-profit,
independent projects and
articles, speeches and
mediations.      
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