
MICHIGAN www.milawyersweekly.com

September 13, 2010

Vol. 24, No. 44

Reprinted with permission from Lawyers Weekly, Inc., 7013 Orchard Lake Road, Suite 110, West Bloomfield, MI 48322. (800) 678-5297 © 2010

‘Cutting’ the USPTO’s filing line:
Will paying more fix the problem?
Patent law

By Michael S. Gzybowski, Esq.

In its 1994 annual report, the U.S. Patent
and Trademark Office (USPTO) reported:
“[I]n 1982, the USPTO engaged in a suc-
cessful user fee program to reverse the
trend and confidence of those who ascribed
to the U.S. News andWorld Report’s Feb. 2,
1981, statement that, ‘The U.S. patent
process is so sluggish, outdated and unde-
pendable that it is contributing to the de-
cline of innovation in America.’”
In 1989, the USPTOmet its commitment

to reduce patent pendency (the time ex-
pended from patent application receipt to
patent issue) to 18 months and became the
world’s fastest and most economical issuer
of patents.
Those were the glory days (of which I am

proud to have been a part),when the USPTO
proved successful at hiring and training new
examiners to turn things around and reduce
patent pendency to an acceptable level.
In 1981, when the USPTO’s performance

was poorly rated, 106,413 utility patent ap-
plications were filed. In 1989, when the
USPTO became the “world’s fastest and
most economical issuer of patents,” 152,750
utility patent applications were filed.
This modest 44 percent increase in utility

application filings pales in comparison to
the 300 percent increase from 1989 to 2006.
Even with a relatively unchanged number of
filings from 2006 to 2009, the pendency has
increased from 31.1 months to 34.6 months.
USPTO chief David Kappos proposed a

new three-track system for patent applica-
tions that would allow applicants to pay an
undisclosed amount on top of the standard
$1,090 filing fee to jump to the front of the
line for expedited reviews.The proposed sys-
tem was introduced to address complaints
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about the rising backlog of unresolved appli-
cations, with specific reference beingmade to
the increase in patent pendency from 2003
(26.7 months) to 2009 (34.6 months).
The USPTO has conceded that hiring ef-

forts, which were successful from 1981 to
1989, are not sufficient to reduce the backlog.
Accordingly, the USPTO has suggested and
implemented several approaches beyond hir-
ing to reduce the workload, many of which
shift some of the burden on applicants.
In June 1995, the term of U.S. patents

was changed from 17 years from the issue
date to 20 years from the earliest filing
date. In support of this change, many as-
serted that patents issued in less than
three years would enjoy a term greater
than the original 17 years from issue date.
Because the pendency in 1995 was only

19.2 months, the change in patent term was
readily accepted. However, with the pen-
dency reaching 34.6 months in 2009, more
and more applicants will have to rely on
patent term adjustments when delays on
the part of the USPTO exceed 36 months.
In June 2006, the USPTO announced

its accelerated examination program, un-
der which an applicant could expect to
have an application examined and issued
within a year.
The provisions of the accelerated exami-

nation program require applicants to basi-
cally do all of a patent examiner’s work, in-
cluding conducting a prior art search and
comparing and distinguishing the inven-
tion sought to be patented over each of the
prior art references.
In August 2007, USPTO published rule

changes (which were later legally challenged
and stopped) that included a limitation on
the number of continuation applications and
requests for continued examination.
The justification for the limitation on

continuation applications and requests for
continued examination was to reduce the
USPTO’s backlog of pending applications
(at the expense of limiting protection of an
applicant’s invention(s)).
In September 2007, the USPTO an-

nounced the patent prosecution highway
(PPH), a set of initiatives designed with the
“goal of reducing examination workload.”
Under the PPH, an applicant receiving a

favorable examination in a participating
foreign patent office (resulting in an allowed
claim(s)) could submit the same claim(s)
and examination history for consideration
and approval to the USPTO. In such a case,
the applicant would not be allowed to seek
allowance of a broader claim and additional
protection of his/her invention.

Additional steps by the USPTO to reduce
the workload inherently come at some cost
to applicants.The proposed three-track sys-
tem, which is promoted as addressing the
rising backlog of unresolved applications, is
not a realistic solution that will actually re-
duce the overall backlog or pendency.
Assuming a given number of examiners

can examine a given number of applica-
tions over a period of time, moving a num-
ber of applications to the front of the queue
will only cause a shift in an equal number
of applications that will have to wait longer
for examination. As a result, a reduction in
the backlog or pendency is unlikely.
Moreover, depending on the fee, appli-

cants may decide to file more applications,
with some in the slow track, just to secure a
date of invention and, as a result, increase
the backlog.
As we continue moving into a global

economy,more competitors frommore coun-
tries are going to file more patent applica-
tions in the USPTO in attempts to secure
their position in the U.S. market. The USP-
TO will need to develop a plan to be pre-
pared to handle what could be an ever in-
creasing number of applications.
The USPTO’s current conclusion that hir-

ing efforts are not sufficient to reduce back-
log and pendency is based on the attrition
rate of examiners. For every two examiners
hired from 2002-06, one examiner retired or
found employment elsewhere.This is an un-
sustainable balance of examiners.
The USPTO needs to review what factors

were successful in 1981-98 and why job sat-
isfaction for examiners is declining. The
burden of reducing backlog and pendency
should not be shared by applicants.
Moreover, it’s difficult to determine how a

provision that allows applicants to pay
more to move their applications to the front
of the examination queue fulfills the pur-
pose of the patent system, as put forth in
the U.S. Constitution and provided by fed-
eral law, to promote the progress of science
and the useful arts, and to promote welfare
of society by encouraging and stimulating
discovery and invention.
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