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The source identifier test 
In Oliveira v Frito-Lay Inc (251 F3d 56 (2d Cir
2001)), the plaintiff attempted to assert
trademark rights in its Grammy Award-
winning song “The Girl from Ipanema”
against a defendant who used the song in a
commercial for its baked potato chips.
Because the defendant had obtained a
copyright licence for the song, the plaintiff
based her claim on the theory that she
owned trademark rights in the song. The
district court dismissed the claim on the
ground that “there is no federal trademark
protection for musical works”. The appeals
court disagreed with this broad statement
of law, stating: “we see no reason why this
should be so.” The court continued: “the fact
that musical compositions are protected by
the copyright law is not incompatible with
their also qualifying for protection as
trademarks.” Nevertheless, the appeals court
affirmed the dismissal because the plaintiff
failed to show that the song identified the
source of a particular product or service that
she offered; a song cannot serve as a
trademark for itself.

In a similar case, GML Inc v Mayhew (188
F Supp 2d 891 (MD Tenn 2002)), the court
rejected the plaintiff’s claim that its
ownership of several songs by musician
Johnny Paycheck conferred trademark
rights. The court held that “[t]he sound
recordings in this case do not indicate the
source of the goods; they are the goods”.
Moreover, the court found that “the musical
recordings do not signify the plaintiff’s
ownership rights; rather, they are the
product that is owned”. In other words,
although a sound recording can function 
as a trademark, the recording cannot act 
as a trademark for itself. The recording 
must identify some other goods or services.
The plaintiff failed to show any such
identification.

Oliveira and GML illustrate that sound
marks, like traditional marks, must be used
with particular goods or services to qualify
for trademark protection. 

The functionality test
In re NV Organon (79 USPQ2d 1639 (TTAB
2006)) was not a sound mark case, but it
provides insight for sound mark holders
through its analysis of several key issues
relating to non-traditional marks. The
applicant in Organon sought to register an
orange flavour for use with pharmaceutical
products. The central holding of Organon
was that flavour marks may face a nearly
insurmountable functionality barrier. This
is instructive for sound marks because it
suggests that the utilitarian functionality
factors set forth in the seminal case of In re
Morton-Norwich Prods Inc (671 F2d 866
(CCPA 1982)) apply to sound marks. The
factors are: 
• the existence of a utility patent; 
• advertising touting utilitarian benefits; 
• availability of equivalent options; and 
• evidence of manufacturing advantage. 

In finding the applicant’s orange flavour
to be functional, the USPTO’s Trademark
Trial and Appeal Board (TTAB) emphasized
that ‘competitive need’ is a critical
consideration in the functionality analysis.
Sound mark owners should also note the
second factor, which looks for the
trademark owner’s promotional claims of
the sound as having a utilitarian benefit. If
the trademark owner promotes the sound
solely in terms of its function, as opposed
to a source identifier, then a claim of
trademark protection in the sound will be
difficult to sustain.

In Kawasaki Motors Corp USA v Harley-
Davidson Michigan Inc (1997 TTAB LEXIS 11
(TTAB 1997)), Harley-Davidson’s application
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The US statute that addresses trademarks,
the Lanham Act, defines a ‘trademark’
broadly as “any word, name, symbol, or
device, or any combination thereof” that
identifies and distinguishes the goods or
services of one undertaking from those of
another, and that indicates the source 
of the goods or services (15 USC § 1127). 
There is nothing in the Lanham Act that
prevents a sound from qualifying as a
trademark. Indeed, when the Lanham Act
was amended in 1988, Congress
intentionally retained the words ‘symbol’
and ‘device’ “so as not to preclude the
registration of colours, shapes, smells,
sounds or configurations where they
function as trademarks” (S Rep 515, 100th
Cong 2d Sess 44 (1988)).

It is not surprising, then, that the US
Supreme Court has declared that a
trademark can be “almost anything at all
that is capable of carrying meaning”
(Qualitex Co v Jacobson Products Co, 
514 US 159 (1995)). With the Lanham Act,
Congress and the Supreme Court in
alignment on the protectability of sound
marks as a legal matter, there would seem to
be clear guidance for the lower courts and
the US Patent and Trademark Office
(USPTO). Moreover, the well-established
rules that apply to traditional word
trademarks – they must be used as source
identifiers, must be non-functional, and
must be distinctive – apply equally to non-
traditional trademarks.

Nevertheless, the application of these
traditional principles and rules to sound
marks poses difficulties for US courts and
the USPTO. Although the USPTO has
registered many sounds as marks (see
http://www.uspto.gov/go/kids/kidsound.ht
ml), there are surprisingly few cases that
discuss sound marks in substantive terms.
We discuss those cases below.

The sound of unconventional
marks in the United States
There are very few limitations, in principle, to what can be registered and protected as a trademark under US
law. However, tests showing that the sign is a source identifier, is not functional and is distinctive must be met
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for “the exhaust sound of applicant’s
motorcycles, produced by V-Twin, common
crankpin motorcycle engines when the
goods are in use” provided the USPTO,
through the TTAB, with a clear opportunity
to apply a functionality test to a sound
mark. The board noted that if the case were
to proceed to trial, it may need to consider
whether the sound mark is “a functional by-
product of, or descriptive of, motorcycle
engines that the instant [opponents], and
some of the others, claim a right to use”.
Unfortunately for trademark practitioners
and owners, Harley-Davidson abandoned its
application after a series of substantive and
procedural skirmishes with several
opponents. 

The distinctiveness test
In In re General Electric Broadcasting Co Inc
(199 USPQ 560 (TTAB 1978)), General Electric
tried to register the sound of a ship’s bell for
radio broadcasting services. After the
application was rejected, General Electric
appealed to the TTAB. Early in its opinion,
the board explained that “the nature of a
mark is no basis for refusing to register it …
if it performs as an indication of source”.
More specifically, the board described its
liberal view towards sounds as trademarks:
“sounds may … function as source indicators
in those situations where they assume a
definitive shape or arrangement and are
used in such a manner so as to create in the
hearer’s mind an association of the sound
with a service.” 

Despite the board’s strong endorsement
that sounds can qualify as marks, it clarified
that sound marks, like traditional marks,
may vary in terms of distinctiveness. Marks
that are “unique, different or distinctive” are
protectable, whereas marks that “resemble
or imitate ‘commonplace’ sounds” require
the applicant to provide evidence that the
mark has acquired secondary meaning. 

The board found that:
• the applicant’s sound fell into the

second category; and 
• the applicant had failed to establish that

the sound had become distinctive of the
applicant’s services. 

The board therefore affirmed that the
sound was not registrable, but its reason for
doing so was not based on a legal
prohibition against registration of sounds as
marks, but on the applicant’s failure to
produce evidence that consumers identified
its bells with its radio station. Thus, the
mark did not act as a source identifier.

The most recent case involving sound
marks, Ride the Ducks LLC v Duck Boat Tours

(2005 US Dist LEXIS 4422 (ED Pa);
reconsideration denied, 2005 US Dist LEXIS
8162 (ED Pa, April 22 2005); affirmed, 2005
US App LEXIS 13554 (3d Cir, July 6 2005)),
illustrates the difficulties a sound mark
owner can expect to face when attempting
to enforce its mark. In this case, both the
plaintiff and the defendant provided tours
of Philadelphia in duck-shaped boats. Both
parties also provided their customers with
duck-call devices that made quacking noises.
The plaintiff sought a preliminary
injunction based on its prior use of the
quack. In denying relief, the court held that
the plaintiff failed to prove that it held a
valid trademark in the quacking noise. The
court applied the TTAB’s reasoning from
General Electric to arrive at the conclusion
that the quack was a “familiar noise that
would not . . . qualify as . . . inherently
distinctive ”.

The court then looked at various facts
that are accepted as evidence of acquired
distinctiveness, but concluded that the mark
had not acquired distinctiveness. For
example, the plaintiff had used the sound
for only one full tourist season. Also, the
plaintiff’s advertisements directed
consumers to the quacking device itself, 
as opposed to the plaintiff’s tour services.
Thus, because the ads failed to identify the
plaintiff’s services offered in connection
with the quacking sound, the ads did not
support a finding of secondary meaning.
The court held that the plaintiff produced
“no evidence that a person apprehending a
quacking noise on the streets of
Philadelphia would reflexively think of the
services provided by [the plaintiff]”.

Conclusion
Sound mark owners in the United States
should be prepared to prove their cases
under the traditional Lanham Act
framework. The few cases on sound marks
make clear that courts and the USPTO will
decline to extend protection to sound
marks if they do not satisfy the traditional
trademark requirements (ie, source
identification, non-functionality and
distinctiveness), but that if those
requirements are met, sound marks are as
protectable as traditional marks. WTR
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